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DETAILED ACTION 
Claim Objections 

1 . Claims 3 are objected to because of the following informalities: 

Re claim 3, claim lines 1 and 2: The phrase "the actuating means" lacks 
antecedent basis. 

Re claim 8, claim line 2: The term "Piezo" should be corrected to read - piezo --. 
Appropriate correction is required. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 1, 2, and 7-9 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over US 6,189,374 (Adderton et al.) in view of US 5,652,377 (Yagi). 

With respect to the limitations of claims 1 and 9, the reference to Adderton et al. 
discloses an apparatus and method for scanning a sample surface, comprising: a 
sensing means (30) for sensing a sample surface (28) based on an amplitude variation 
in a resonant frequency of the sensing means by keeping a uniform distance from the 
sample; a frequency transforming means for transforming the sensed signal in the 
sensing means (30) to a first signal in the form of frequency, col. 12, lines 7-9; a 
frequency combining means (68) for combining the first signal and a second signal 
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outputted from a frequency generator (66) to generate a combined signal, wherein the 
second signal is identical to the resonant frequency and is a higher frequency compared 
to the first signal; and an single actuator (36) for actuating the sensing means in 
response to the first signal which is a low frequency compared to the second signal and 
providing the combined signal to the sensing means to actuate the sensing means 
selectively at the second signal, col. 1 1 , lines 63-67, the single actuator to oscillate a 
cantilever coupled to the single actuator with the second signal that is separated from 
the combined signal, wherein the apparatus scans the sample surface in a non-contact 
mode, col. 10, line 34. 

The reference to Adderton et al. fails to disclose that the sample is moved in the 
X-Y direction. The reference to Yagi discloses a scanning method with scanning probe 
microscope, comprising a sensing means; an actuator (5); and means (8) for moving a 
sample (3) in an X and Y direction. Modifying the teaching of Adderton et al. to provide 
means for moving the sample in an X-Y direction would have been obvious to one of 
ordinary skill in the art as a means of improving the scanning accuracy of the invention 
by allowing more precise placement of the sample with respect to the scanning tip. 

With respect to the limitation of claim 2, the reference to Adderton et al. discloses 
measuring amplitude variation of a cantilever, which represents the displacement gap 
between the tip and the sample. The reference further discloses a feedback loop to 
maintain the force constant between the sample and the tip. 

With respect to the limitation of claim 7, the reference to Yagi discloses that an X- 
Y scanner is placed under the sample. 
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With respect to the limitations of claim 8, the reference to Adderton et al. 
discloses that the actuator (36) is a piezoelectric element. 

Response to Arguments 

4. Applicant's arguments with respect to claims 1-9 have been considered but are 
moot in view of the new ground(s) of rejection. 

Allowable Subject Matter 

5. The following is a statement of reasons for the indication of allowable subject 
matter: 

Prior art was not relied upon to reject claims 3-6 because the prior art fails to 
teach and/or make obvious the following: 

Claim 3: Providing an apparatus whereby an actuator functions as a low pass 
filter by responding to a first signal in combination with all of the limitations of base claim 
1. 

Claims 4-6: Providing an apparatus comprising a sensing unit attached to a 
predetermined area of a cantilever for sensing a sample surface in combination with all 
of the remaining limitations of the claim and all of the limitations of base claim 1 . 
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Conclusion 

6. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Daniel S. Larkin whose telephone number is 571-272- 
2198. The examiner can normally be reached on 8:00 AM - 5:00 PM Mon-Fri. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Hezron Williams can be reached on 571-272-2208. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Daniel Larkin 
AU 2856 

23 November 2005 
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